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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timefy. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )0 Responsive to communication(s) filed on 22 May 2002 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) |3 Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) 3-26 is/are withdrawn from consideration 

5) D Claim(s) is/are allowed. 

6) [Z] Claim(s) 1 and 2 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) H The drawing(s) filed on 1 1 January 2002 is/are: a)D accepted or b)H objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) H The proposed drawing correction filed on 1 1 January 2002 is: a)Q approved b)H disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 O Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) H Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statements) (PTO-1449) Paper No{s) . 6) O Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



The finality of the rejection of the last Office is withdrawn, in order to make a new 



grounds of rejection that follows. 



5 



The amendment filed May 22, 2002 (Paper No. 19) has been entered in part. The 



amendments to page 21 of the specification have not been entered because original page 21 was 
cancelled in the amendment filed April 27, 2000 (Paper No. 6). The remainder of the 
amendments have been entered. Claims 1-26 are pending. Claims 3-26 are withdrawn from 
further consideration pursuant to 37 CFR 1 .142(b), as being drawn to a nonelected invention, 

10 there being no allowable generic or linking claim. Applicant timely traversed the restriction 
(election) requirement in Paper No. 14. Claims 1 and 2 are being examined. Any objection 
and/or rejection of record that is not maintained and/or repeated in this Office action is 
withdrawn. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. Citations by the examiner are in an alphanumeric format, such as 

15 "(al)", wherein the "a" refers to the reference cited on the Notice of References Cited, PTO-892, 
and the "1 " refers to the Paper No. to which the Notice of References Cited, PTO-892, is 
attached. 



20 



Maintained Formal Matters, Objections, and/or Rejections: 

The amendment filed 12/22/2000 (Paper No. 1 1, the response to the notice to comply) is 
objected to under 35 U.S.C. 132 because it introduces new matter into the disclosure. 
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The amendment filed 01/1 1/2002 (Paper No. 16) is objected to under 35 U.S.C. 132 
because it introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. 

Applicants argue that neither the sequence listing nor the formal drawings constitute new 
matter because both the sequence listing and the drawings replicate the exact content of Figures 
1-6 as originally filed. Applicants arguments have been fully considered but they are not 
persuasive. Because the figures in the original disclosure are illegible, unreadable, and 
indecipherable there is no basis in the original disclosure for the later filed sequences in the paper 
copy and computer readable form of the sequence listing and in the formal drawings. The later 
filed sequences in the paper copy and computer readable form of the sequence listing are matter 
not in the original specification. Hence, the later filed sequences are new matter. In contrast to 
the situation in In re WRIGHT, 145 USPQ 182 (CCPA 1965), in the present case there is neither 
an inherent nor an implicit disclosure of the later filed sequences in the original sequences 
because the original sequences are illegible, unreadable, and indecipherable. Contrary to 
Applicants' assertion, the originally filed sequences have been changed from illegible, 
unreadable, and indecipherable sequences to legible, readable, and decipherable sequences and 
there is no basis in the illegible, unreadable, and indecipherable originally filed sequences for the 
later filed sequences. It is acknowledged that the sequences were retyped by a word-processor 
having no technical background, but it is not clear that the originally filed sequences were used 
for re-typing and it is unclear how an illegible, unreadable, and indecipherable sequence could be 
re-typed. In the present case w here the originally filed drawings were of such poor quality such 
that the disclosure of the sequences therein is illegible, unreadable, and indecipherable, such a 
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defect cannot be cured by submitting an amendment seeking to put into the specification 
something required to be there when the patent application was originally filed. 



Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
5 which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Applicants argue that the specification at page 6, lines 16-18, discloses 
Super-Sog that has been synthesized chemically. Applicants arguments have been fully 
considered but they are not persuasive. The specification at page 6, lines 16-18 discloses, Super- 

1 0 Sog polypeptide that has been synthesized chemically. This is not a disclosure of a ^synthetic" 
polynucleotide. Synthetic implies preparation by automated instruments sold by a variety of 
manufacturers. See Maniatis (u21), page 1 1 .20, first sentence. There is no original disclosure of 
a polynucleotide prepared by automated instruments. The scope of the term "synthetic" is 
broader than that of the isolated or purified polynucleotide originally disclosed and raises the 

1 5 issue of new matter. 



New formal matters, objections, and/or rejections: 

Claims 1, 2 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
20 in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The amendment filed 12/22/2000 (Paper No. 1 1 , the response to the notice to 
comply) and the amendment filed 01/1 1/2002 (Paper No. 16) introduce new matter into the 
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disclosure, as discussed above and in the previous Office actions. Insofar as SEQ ID NO: 1 in 
claim 1 refers to the material in the amendment filed 12/22/2000 (Paper No. 1 1, the response to 
the notice to comply) and/or in the amendment filed 01/1 1/2002, then the recitation to SEQ ID 
NO: 1 in the claims introduces new matter into the disclosure. 



No claims are allowable. SEQ ID NO: 1 is free of the prior art of record. 



Any inquiry concerning this communication or earlier communications from the examiner should be directed to 
David S. Romeo whose telephone number is (703) 305-4050. The examiner can normally be reached on Monday through 
Friday from 7:30 a.m. to 4:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gary Kunz, can be 
REACHED ON (703) 308-4623. 

IF SUBMITTING OFFICIAL CORRESPONDENCE BY FAX, APPLICANTS ARE ENCOURAGED TO SUBMIT OFFICIAL CORRESPONDENCE TO 
THE FOLLOWING TC 1 600 BEFORE AND AFTER FINAL RlGHTFAX NUMBERS: 

BEFORE Final (703) 872-9306 
After Final (703) 872-9307 

In addition to the Official RightFax numbers above, the TC 1600 Fax Center has the following Official fax 
NUMBERS: (703) 305-3592, (703) 308-4242 AND (703) 305-3014. 

Customers are also advised to use Certificate of Facsimile procedures when submitting a reply to a non-final 
or final Office action by facsimile (see 37 CFR 1 .6 and 1 .8). 

Faxed draft or informal communications should be directed to the examiner at (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed 
to the Group receptionist whose telephone number is (703) 308-0196. 



Conclusion 




David Romeo 
Primary Examiner 
Art Unit 1647 



dsr 

July 11, 2002 



